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In accordance with the duty of disclosure under 37 C.F.R, § 1.56(a) and in 
conformance with the procedures of 37 C.F.R. §§ 1.97-98 and M.P.E.P, § 609, the attention 
of the Patent and Trademark Office is hereby directed to the references listed on the attached 
Form PTO-1449. Copies of the listed references are provided herewith. 

It is respectfully requested that the information above be expressly considered during 
the prosecution of this application, and that the references be made of record therein and 
appear among the "References Cited" on any patent to issue therefrom. 



CERTIFICATION AND/OR FEE 



This IDS is being filed before the earlier of the mailing date of a final action or a 
notice of allowance. A check in the amount of $210 is enclosed to cover the fee for the IDS 
submission under 37 C.F.R. § 1.97(c). 



The Commissioner is hereby authorized to charge any additional fees reqired in 
connection with this communication to the deposit account of Howrey & Simon, deposit 
account number 08-3038. A duplicate copy of this sheet is enclosed. 



HOWREY & SIMON 
1299 Pennsylvania Avenue, N.W. 
Washington, D.C. 20004-2402 
(202) 783-0800 (telephone) 
(202) 383-6610 (telecopier) 



Respectfully submitted. 



Dated: May 11, 1995 
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REQUEST FOR RECONSIDERATION OF 
DOUBLE-PATENTING REJECTION AND 
REQUEST FOR CONSIDERATION OF PREVIOUSLY 
SUBMITTED INFORMATION DISCLOSURE STATEMENTS 



Honorable Commissioner 

of Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

REOUEST FOR RECONSIDERATION OF DOUBLE PATENTING RETECTION 

The Office Action mailed April 20, 1995 (paper #10) has been carefully 
reviewed and the following remarks respectfully submitted in response thereto. All 
pending claims (nos. 1-3, 5, 7-11, 13, 16-20, 22, 23, 31-40, 42, 44 and 49-84) stand 
rejected under the judicially created doctrine of obviousness-type double patenting 
in view of claims 1-13 of U.S. Patent No. 4,694,490 ("the '490 patent"). For the 
following reasons, it is respectfully submitted that the Office Action has misapplied 
the doctrine of obviousness-type double patenting to Applicants' claims. 
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Reconsideration is respectfully requested. 
1. The Law of Double Patenting 

Under the law of double patenting, there are two relevant questions. The first 
question in the analysis is: Is the same invention is being claimed twice? General 
Foods Corp. v. Studiengesellschaft Kohle mbH, 972 F.2d 1272, 1278, 23 U.S.P.Q.2d 
1839, 1843 (Fed. Cir. 1992); In re VogeL 422 F.2d 438, 441, 164 U.S.P.Q. 619, 621 
(C.C.P.A. 1970). 35 U.S.C. 101 prevents two patents from issuing on the same 
invention. "Invention" here means what is defined by the claims . Vog eL 422 F.2d 
at 441, 164 U.S.P.Q. at 621. If the claims define identically the same invention, 35 
U.S.C. 101 forbids the grant of the second patent, regardless whether a terminal 
disclaimer is filed. VogeL 422 F.2d at 441, 164 U.S.P.Q. at 622. 

If the answer to this first question is no, then a second question must be 
asked. Vog eL 422 F.2d at 441, 164 U.S.P.Q. at 622; General Foods, 972 F.2d at 1278, 23 
U.S.P.Q.2d at 1843. The second question in the analysis is: Does any claim in the 
application define an obvious variation of an invention claimed in the patent? Id. 
If any claim in the application is obvious in view of any claim in a patent cited in 
support of a double patenting rejection, an obviousness-type double patenting 
rejection may be overcome by filing a terminal disclaimer as provided under 35 
U.S.C. 253. General Foods, 972 F.2d at 1280, 23 U.S.P.Q.2d at 1845. However, where 
the two claimed inventions are patentably distinct, no disclaimer is required. M. 

In considering these questions, the well established law as set forth by the 
United States Court of Appeals for the Federal Circuit and its predecessor courts 
makes clear that the patent disclosure of a patent cited in support of a double 
patenting rejection may not be used as prior art. General Foods. 972 F.2d at 1281, 23 
U.S.P.Q.2d at 1846; ("...[I]t is important to bear in mind that comparison can be made 
only with what invention is claimed in the earlier patent..."); General Foods, 972 
F.2d at 1280, 23 U.S.P.Q.2d at 1845 (emphasis original); VogeL 422 F.2d at 441, 164 
U.S.P.Q. at 621; In re Plank. 399 F.2d 241, 242, 158 U.S.P.Q. 328, 329 (C.C.P.A. 1968); In 
re Boylan. 392 F.2d 1017, 1018 n.l, 157 U.S.P.Q. 370, 371 n.l (C.C.P.A. 1968). 
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2. Applicants' Claims Are Patentably Distinct From Claims 1-13_ 
of U.S. Patent No. 4.694,490 

Applying the double patenting test set forth above, none of Applicants' claims 
are obvious in view of the invention(s) claimed in the '490 patent. 

Claims 1-13 of the '490 patent relate to a method /apparatus for 
communicating programming to a plurality of receiver stations, and generating and 
displaying a user specific overlay that is related to the received programming. The 
user specific overlay is generated and displayed in response to the receipt of an 
instruct-to-overlay signal. In this manner, a display is presented that includes the 
television programming and the user specific computer generated overlay. 

In contrast, all of Applicants' pending claims are directed to apparatus or 
methods for controlling at an intermediate transmission station the 
communication of television programming to a subscriber and include a number of 
claimed features that are different from those claimed in the '490 patent. For 
example, all of Applicants' claims (except claims 10, 13, 16, .18 and 19) include the 
commimication of a unit of television programming according to a programming 
schedule. The programming schedule may designate, for example, a time or 
channel for communicating the unit of programming. Also, Applicants' pending 
claims 10, 13, 16, 18 and 19 are directed to a method of controlling the 
communication of television programming from a television programming source 
to a subscriber, and include the steps of receiving programming units from a remote 
source, loading a plurality of prerecorded units of programming onto a local 
programming source, receiving a plurality of signals from a remote source, each 
signal designating one unit of said loaded units or said received units, identifying 
the unit designated by each control signal and communicating the identified unit. 
Moreover, none of Applicants' pending claims are directed to the generation or 
display of a user specific overlay in response to an instruct-to-generate signal, as 
claimed in the '490 patent. 

Accordingly, it is respectfully submitted that none of Applicants' claims are 
obvious in view of claims 1-13 of the '490 patent. General Foods. 9 72 F.2d at 1278, 23 
U.S.P.Q.2d at 1843; VogeL 422 F.2d at 441, 164 U.S.P.Q. at 621. Applicants, therefore, 
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respectfully request that the obviousness type double patenting rejection be 
withdrawn. 



PREVIOUSLY SUBMITTED INFORMATION DISCLOSURE STATEMENTS 

Information Disclosure Statements were filed in this application on 
November 29, 1993 and on February 1, 1994. However, no initialed copy of either 
Form PTO-1449 submitted with those IDS's has been received by Applicants. 
Attached to this Amendment are copies of those Information Disclosure 
Statements. Also attached are a copies of the postcards in Applicants' file bearing a 
PTO mailroom stamp, as evidence of the filing of the IDS's. Consideration of these 
two IDS's is respectfully requested. The Examiner is also requested to return 
initialed copies of the Form PTO-1449 for both IDS's attached hereto. 



REQUEST FOR CONSIDERATION OF 



Respectfully submitted. 



Date: May 11, 1995 




Reg. No. 27,836 
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